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what they regard as their inventions, regardless of the number of 
statutory classes involved. 

The Applicants submit that the principal use of the motif-bearing peptides of the 
product claims is to induce a CTL response. Accordingly, under Pleuddemann, it is in the 
public interest to examine use claims 19-36 together with product claims. Thus, Applicants 
respectfully request reconsideration of the withdrawal of Claims 19-36. 

2. Examination of Claims 19-36 together with product claims would not 
be unreasonably burdensome. 

The main reason for withdrawing Claims 19-36 appears to be that they would 
place an additional examination burden on the Examiner. However, Applicants understand that 
in order to properly and thoroughly examine the product claims, the Examiner has searched and 
will search all publications and applications that allude to peptides having the claimed motifs. 
This search would necessarily encompass any references that use these peptides to induce CTL. 
Applicants understand that if the claimed products are patentable, then the uses of these novel 
products should also be patentable, and that in this circumstance examination of use claims 
should not represent an unreasonable burden. 

It is possible for method of use claims to be patentable even if product claims 
were not. This possibility does not, however, create an unreasonable examination burden. This 
is particularly true in this case, because the Examiner has before him multiple applications 
relating to motif-bearing peptides and their use to induce CTL. While the particular motifs and 
products vary from application to application, a number of features to be considered during 
examination are often common throughout. Applicants respectfully submit that, in light of the 
Examiner's previous involvement in the prosecution of multiple related and unrelated 
applications and in light of his past and present examination of product claims in this case, any 
incremental effort required to examine the method claims at issue does not overcome the 
Federal Circuit's explicit guidance to concurrently examine product and use claims. If the 
Examiner should disagree, the Applicants would request that evidence be provided to 
demonstrate why Pleuddemann should be disregarded. 
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CONCLUSION 



In view of the foregoing, Applicants submit that all claims now pending in this 



application are in condition for allowance. The issuance of a formal Notice of Allowance at an 
early date is respectfully requested. 



If the Examiner believes a telephone conference would expedite prosecution of 



this application, please telephone the undersigned at 415-273-7521. 
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Respectfully submitted, 




Hector A. Alicea, J.D., Ph.D. 
Reg. No. 40,891 



